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San Diego Intellectual Property Law Association (SDIPLA) respectfully
moves the Court, pursuant to Federal Rules of Appellate Procedure 29 and 35, for
leave to file the brief submitted herewith, as amicus curiae in support of the
Plaintiff-Appellee Lighting Ballast Control, LLC’s (“LBC)”) Petition for
Rehearing En Banc (the “Petition”). Pursuant to Federal Circuit Rule 27(a)(5),
SDIPLA contacted counsel for LBC and Universal Lighting Technologies, Inc.
(“ULT”) to ascertain whether the parties would oppose SDIPLA’s motion for leave
to file its amicus brief. Both LBC and ULT consent to SDIPLA’s motion for
leave.

ULT wishes SDIPLA to inform the Court that its consent is not an

agreement that the issue concerning the standard of review of claim construction is
properly presented by the petition for rehearing. The parties to this appeal have not
contributed to its preparation or filing.
The San Diego Intellectual Property Law Association (SDIPLA) is an
association of members in the San Diego area interested in patents, copyrights,
trademarks, trade secrets, and other areas of intellectual property law. SDIPLA
members include attorneys employed by corporations, universities, and the
government and in private practice. SDIPLA members represent both owners and
users of intellectual property.
This case involves application of the jurisprudence of this Court with respect
to reviewing patent claim construction by the District Court during the proceedings
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in the District Court relating to a patent infringement. Claim construction is
perhaps the most important issue determined prior to a trial on the merits of an
assertion of infringement. It guides future discovery, often permits cases to be
resolved by summary judgment, and frames the deliberations of the jury in the
exercise of its responsibility to act as fact finder with respect to issues, for
example, of infringement, enablement, novelty and obviousness.
Amicus briefs are appropriate, pursuant to Federal Rule of Appellate
Procedure 29, when the party submitting the brief is “interested” in the case, and
the brief is both “desirable” and “relevant to the disposition of the case.” Fed. R.
App. P. 29; Neonatology Assocs., P.A. v. Comm’r of Internal Revenue, 293 F.3d
128, 130-31 (3d Cir. 2002) (Alito, J.). As summarized below and further explained
in SDIPLA’s amicus brief, SDIPLA appears as amicus out of concern that the
Panel’s de novo review of the construction of elements of the claims on appeal
without deference to the findings of fact by the District Court, as indeed it is
required to do in view of Cybor Corp. v. FAS Technologies, 138 F.3d 1448 (Fed.
Cir. 1998), continues an appellate practice by this Court which is inconsistent with
Supreme Court authority.
As our brief submitted herewith explains in more detail, the standard for
review of claim construction commanded by Cybor does not comport with the
decisions of the Supreme Court in Markman v. Westview Instruments, Inc., 517
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U.S. 370 (1996); Gasperini v. Center for Humanities, Inc., 518 U.S. 415 (1996);
and Cooper Industries, Inc, v. Leatherman Tool Group, Inc., 532 U.S. 424 (2001).
These precedents require review of claim constructions with, rather than without,
deference to fact finding by the District Court.
The relevance of the holding in Gasperini to the standard for review of a
District Court’s claim construction is found in the Supreme Court’s citation to
Markman in its analysis of how findings of fact were to be treated on review:
“New York’s limitation requires a legal inquiry that cannot be wholly
divorced from the facts but that quality does not necessarily make the
question one for the fact finder rather than the reviewing court. Three
times this Term we have assigned appellate courts the task of
independently reviewing similarly mixed questions of law and fact.
See Omelas v. United States, 517 U.S. 690, 696-697 (1996); Markman
v. Westview Instruments, Inc. 517 U. S. 370, 388-390 (1996);
Thompson v. Keohane, 516 U.S. 90, 112-116 (1995). Such appellate
review is proper because mixed questions require courts to construe
all record inferences in favor of the factfinder’s decision and then to
determine whether, on the facts as found below, the legal standard has
been met.” 518 U.S. 442-443 (emphasis added).
It will not be lost on this Court that the factfinder in Markman to which the
Supreme Court refers in Gasperini is the trial court engaged in claim construction.
Cooper similarly holds that when the Courts of Appeal conduct de novo review of
questions of law the review must be with deference to findings of fact made by the
District Court. In that regard the Court said:
“While we have determined that the Court of Appeals must review the
District Court’s application of the Gore test de novo, it of course
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remains true that the Court of Appeals should defer to the District
Court’s findings of fact unless they are clearly erroneous.” (Citation
Omitted) 532 U.S. 440, n. 14.
Accordingly, Amicus Curiae SDIPLA respectfully requests that the Court
grant SDIPLA leave to file its Brief in Support of Plaintiff-Appellee’s Petition for
Rehearing En Banc, submitted herewith.
Respectfully submitted,
Dated: February 15, 2013
By:__________________________
William L. Respess
P.O. Box 8983
Rancho Santa Fe, CA 92067
Attorney for Amicus Curiae
San Diego Intellectual Property Law
Association
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